PATENT APPLICATION 

EST THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Application of 
Naoto NAKAMURA et al. 
Application No. : 1 0/528,069 

Filed: March 15, 2005 Docket No.: 122733 

For: THERMAL TREATMENT APPARATUS, METHOD FOR MANUFACTURING 
SEMICONDUCTOR DEVICE, AND METHOD FOR MANUFACTURING 
SUBSTRATE 



PETITION UNDER 37 C.F.R. S1.47fa^ 



RECEIVED 

1 7 FEB 2006 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 IrtemffilalDMsIoii 

Sir: 

Pursuant to 37 C.F.R. § 1.47(a), this petition is filed to request acceptance and 
examination of the above-identified application without the signatiu-e on the Declaration of 
one of the five joint inventors of the claimed subject matter. 

Attached hereto, in support of this Petition, is a Declaration Under 37 C.F.R. § 1.47(a) 
of Mr. Akihiro Fukushima that includes personal knowledge of the facts summarized below 
relating to the unavailability of the joint inventor to sign the Declaration for this application. 

The unavailable, and therefore non-signing joint inventor is Mr. Tomoharu Shimada. 
Mr. Shimada's last known address is: 

Postcode 854-0066 

AD302, Petit Maison Kuyama-chuoh 

1475, Kuyama, Isahaya-shi, Nagasaki, Japan 
10/13/2005 GFREYl 00000133 10526069 
02 FC:1464 130.00 OP 




Application No. 10/528,069 

I. Background 

U.S. Patent Application No. 10/528,069 was filed on March 15, 2005, in the 

U.S. Patent and Trademark Office without an executed Declaration. This application is a 
U.S. National Stage Application of PCT AppHcation No. PCT/JP03/012353. 

A Declaration signed by four of the five joint inventors, Naoto Nakamura, Iwao 
Nakamura, Kenishi Ishiguro and Sadao Nakashima, on behalf of themselves, and on behalf of 
Mr. Shimada is attached. 

II. Statement of Facts 

1. Mr. Shimada was employed by Hitachi Kokusai Electric Inc., 14-20, 3-chome, 
Higashi-Nakano, Nakano-Ku, Tokyo, Japan (hereinafter "HKE"). Mr. Shimada retired fi-om 
the employment of HKE, and provided as contact information only a forwarding address, 
which he subsequently updated to the "last known address" indicated above. 

2. A letter enclosing the complete application (including the specification, claims 
and drawings), and Declaration and Assignment documents relating to the subject appUcation 
were sent to Mr. Shimada*s last known address on April 6, 2005. This letter requested that 
Mr. Shimada sign/execute and retum the Declaration and Assignment documents. No reply 
was received fi-om Mr. Shimada regarding this letter. Copies of the May 23 letter and the 
certified mail receipt are attached to the accompanying Declaration under 37 C.F.R. § 1.47(a) 
as Exhibits A and B. 

3. Subsequently, a second letter, enclosing a second set of Declaration and 
Assignment documents, was sent to Mr. Shimada's last known address by certified mail on 
May 23, 2005. Copies of the May 23 letter and the certified mail receipt are attached are 
attached to the accompanying Declaration under 37 C.F.R. §1, 47(a) as Exhibits C and D. 
To date, Mr. Shimada has not responded to the May 23 certified mail letter either. 
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III. Actions Requested 

Diligent efforts to contact Mr. Shimada at his last known address have failed. The 

facts relied upon to establish diligent effort are set forth in the enclosed Declaration under 
37 C.F.R. § 1.47(a). The last known address of Mr. Shimada is provided above. 

In view of the foregoing. Applicants respectfully submit that the requirements of 
37 C.F.R. § 1.47(a) have been satisfied with regard to the unavailable inventor. Specifically, 
the following requirements have been met: (1) all four available joint inventors have made an 
Oath or Declaration on their behalf as required by 37 C.F.R. §1 .63, and have made an Oath or 
Declaration on behalf of the unavailable non-signing joint inventor as required by 37 C.F.R. 
§1.64; (2) Applicants have provided proof of the pertinent facts surroxmding the imavailability 
of the unavailable.non-signing joint inventor; (3) Applicants have provided the last known 
address of the unavailable non-signing joint inventor; and (4) Applicants have paid the fee set 
forth in 37 C.F.R. §1.1 7(h). Check number 171604 for $130.00 is attached. Please credit any 
overpayment or debit any imderpayment to Deposit Account No. 15-0461 . Two additional 
copies of this Petition are provided. 
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In view of the foregoing. Applicants respectfully request that this application be 
accepted for examination without Mr. Shimada's signature. If any further information is 
required in order to obtain acceptance and examination of this application pursuant to 
37 C.F.R. §§1.47, 1.63 and/or 1.64, Applicants' representatives invite the Patent Office to 
contact them at the telephone nimiber set forth below. 




Registration No. 27,075 

Daniel A. Tanner, HI 
Registration No. 54,734 

JAO:DAT/scg 
Attachments: 

Declaration Under 37 C.F.R. § 1.47(a) (with Exhibits A-DJ 
Declaration of Inventors 



Date: October 7, 2005 

Cliff & Berridge, plc 
P.O. Box 19928 
Alexandria, Virginia 22320 
Telephone: (703) 836-6400 



DEPOSIT ACCOUNT USE 

AUTHORIZATION 
Please grant any extension 

necessary for entry; 
Charge any fee due to our 
Deposit Account No. 15-0461 
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PATENT APPLICATION 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of 



Naoto NAKAMURA et al. 



Group Art Unit: 



Application No.: 10/528,069 



Examiner: 



Filed: March 15, 2005 



Docket No.: 122733 



For: THERMAL TREATMENT APPARATUS, METHOD FOR MANUFACTURING 
SEMICONDUCTOR DEVICE, AND METHOD FOR MANUFACTURING 
SUBSTRATE 



I, Mr. Akihiro FUKUSHIMA, a Japanese citizen, hereby declare and state: 

1 . That I am the Assistant Manager of the Intellectual Property Section of Hitachi 
Kokusai Electric Inc. 

2. That Naoto Nakamura, Iwao Nakamura, Kenichi Ishiguro, Sadao Nakashima, and 
Tomoharu Shimada are named as joint inventors of the subject matter of the claims for the 
above-identified application. 

3. That, on June 30, 2004, Tomoharu Shimada retired from the employment of Hitachi 
Kokusai Electric Inc. 

4. That Tomoharu Shimada left, as contact information, only a forwarding address, and 
specifically no telephone nimibers, where he could be reached. 

5. That, on April 6, 2005, 1 did send a letter by certified mail to Tomoharu Shimada at the 
forwarding address provided by Tomoharu Shimada, as his first known address. The first letter 



DECLARATION UNDER 37 C.F.R. 81.47(a) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 



9m ^l^pplication No. 10/528,069 

sent by certified mail included a copy of the complete application (including the specification, 
claims and figures), an Assignment document for Tomoharu Shimada to execute assigning all 
rights in any patent issuing from the application to Hitachi Kokusai Electric Inc., and a 
Declaration document to be executed. This letter was sent to Tomoharu Shimada's first known 
address: 

138, Shimashin, Takaoka-«hi, Toyama, 939-1263 Japan 
A copy of the certified letter is enclosed as Exhibit A. A copy of the registered delivery 
certificate mail receipt is attached as Exhibit B (relevant portions having been translated). 

That, on May 23, 2005, 1 did send a letter by certified mail to Tomoharu Shimada at the 
forwarding address provided by Tomoharu Shimada, as his second (and last) known address. 
The second letter sent by certified mail included an Assignment document for Tomoharu 
Shimada to execute assigning all rights in any patent issuing fi-om the application to Hitachi 
Kokusai Electric Inc., and a Declaration document to be executed. This letter was sent to 
Tomoharu Shimada's second (and last) known address: 

AD302, Petit Maison Kuyama-chuoh, 1475, Kuyama, Isahaya-shi, Nagasaki, 854-0066 

Japan 

A copy of the certified letter is enclosed as Exhibit C. A copy of the registered delivery 
certificate mail receipt is attached as Exhibit D (relevant portions having been translated). 

6. That these letters represent first and second attempt by me to have Tomoharu Shimada 
execute a Declaration document relating to this application. 

7. That I comfirmed the address of Mr. Tomoharu Shimada at the General Affairs Division 
in our company. 

By my signature below, I attest that all statements made herein of my own knowledge are true, 
and all statements made on information and belief are believed to be true. I further attest my 
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understanding that these statements were made with the knowledge that willful false statements, 
and the like, so made are punishable by fine or imprisonment, or both, under Section 1003 of 
Title 18 of the United States Code, and that such willful statements may jeopardize the vahdity 
of the application, and any patent issuing thereon, or any patent to which this Declaration may 
be directed. 





Akihiro Fukushima 



Date 



Attachments: 

Exhibits A-D (as identified above) 
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Translation of the first letter) Exhibit A 



Dear Mr. SHIMADA Tomoharu April 6, 2005 

Intellectual Property Division 
Fukushima (Seal) 

Re: Declaration and Assignment for the Foreign Patent Application 

We always appreciate your cooperation. 

We filed the under-identified application in the U.S.P.T.O. 

Accordingly, please check the application documents including the 
specification, claims and figures, execute the Declaration and Assignment 
and date (in English). 

(Please note that your signature block is defined. Thus, be careful not to 
make a mistake.) 

Reference: 

Title of the Invention: 

Thermal Treatment apparatus, Method for Manufacturing 
Semiconductor Device, and Method for Manufacturing 
Substrate 

Inventors: SHIMADA, Tomoharu NAKAMURA, Naoto 

NAKAMURA, Iwao ISHIGURO, Kenichi 

NAKASHIMA, Sadao 
Reception Number: 20210144PCUS 

Due date for returning the documents: April 19. 2005(Tuesdav) 

The documents should be returned to the following person: 
Hitachi Kokusai Electric Inc. 
Intellectual Property Division 
FUKUSHIMA 

Enclosures: The documents to be signed 

(Declaration, Assignment) 2 sheets 

Application documents 1 set 

164-8511 

14-20, Higashi-Nakano 3-chome, Nakano-ku, Tokyo 

Tel: 03-3365-9262 
Fax: 03-3365-9264 
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Exhibit B 



(Translation) 

REGISTERED, DELIVERY CERTIFICATE MAIL RECE I PT (COPY) 



(Name, Address of Sender) 

14-20, Higashi-Nakano 3-chome, Nakano-ku, 

HITACHI KOKUSAI ELECTRIC INC. INTELLECTUAL PROPERTY DIVISION 


Name of Addresee 


Acceptance 
Number 


Postal Fee 


Legal 
Damages 


Brief 


SHIMADA, Tomoharu 


605-03- 
15975-4 


eOOyen 




Del ivery 
Certificate 
























Ochiai Post Office 
Date: 

April 6.2005. 12-18 



Exhibit D 

(Translation) 

REGISTERED, DELIVERY CERTIFICATE MAIL RECE I PT (COPY) 



(Name, Address of Sender) 

14-20, Higashi-Nakano 3-chome, Nakano-ku, 

HITACHI KOKUSAI ELECTRIC INC. INTELLECTUAL PROPERTY DIVISION 


Name of Addresee 


Acceptance 
Number 


Postal Fee 


Legal 
Damages 


Brief 


SHIMADA, Tomoharu 


605-03- 
18056-6 


410yen 




Del ivery 
Certificate 
























Ochiai Post Office 
Date: 

May 23. 2005. 12-18 
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TEL: 03-3365-9262 
FAX: 03-3365-9264 

E-mail :fukushima. akihiro@h-kokusai. com 
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Exhibit C 



Dear Mr. Tomoharu SHIMADA 



May 23, 2005 
Intellectual Property Division 
Fukushima (Seal) 



Re: Declaration and Assignment for the Foreign Patent Application 
We always appreciate your cooperation. 

We forwarded the letter to you as attached on April 6, 2005 relating to the 
under-identified matter. 

We forwarded the letter to Toyama, which was the address of your 
residence and you seem to have received it. But we have not received the 
executed Declaration and Assignment from you. 

Now, we again forward the letter enclosing the application documents to 
you. Also we enclose the other two application documents. 

Here we enclose an envelope for your use of returning documents. After 
checking and executing these documents, please return them to us. 

If your address is changed, please inform us of your new address, 
telephone number or any other contact number. (It is necessary for us to 
know your address when we send the documents in the future.) 

If you have a reason for not executing the documents, please let us know. 

Reference: 

1. Declaration and Assignment for Foreign Application 
Title of the Invention: 



Inventors: SHIMADA, Tomoharu NAKAMURA, Naoto 
NAKAMURA, Iwao ISHIGURO, Kenichi 
NAKASHIMA, Sadao 

Reception Number: 20210144PCUS 



Please date and sign the Declaration and Assignment, 



Thermal Treatment apparatus, Method for Manufacturing 
Semiconductor Device, and Method for Manufacturing 
Substarte 
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anslation of the second letter) Exhibit C 



2. Declaration 

Title of the Invention 

Semiconductor manufacturing device 
Application number: 

2003-008037(Japan) 

10/345 190(U.S. A) 

In this case, Asahi Glass Co., Ltd. claims us that this invention is 
based on their idea. 

So we decided to file this application as joint application. 



Accordingly, please sign the Declaration and Assignment. 

Due date for returning the documents: June 2, 2005(Thursdav) 

The documents should be returned to the following person: 
Hitachi Kokusai Electric Inc. 
Intellectual Property Division 
FUKUSHIMA 



Enclosures: The same documents as we previously sent to you. 
The documents to be signed 

(Declaration, Assignment) 2 sheets 

Declaration 1 sheet 

The documents to be signed 

(Declaration, Assignment) 1 sheet 



164-8511 

14-20, Higashi-Nakano 3-chome, Nakano-ku, Tokyo 

Tel: 03-3365-9262 
Fax: 03-3365-9264 
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